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Sofa Wars:
use of a Community trade mark in more than 
one Member State is crucial to its survival

A battle between warring sofa giants, Sofa Workshop and Sofaworks1, has cast light whether use of a 
Community trade mark in one member state is enough to constitute genuine use in the Community.

Genuine use

A Community trade mark must be put to genuine use in the 
Community in connection with the goods or services for 
which it is registered.

Genuine use requires the mark to be used in accordance with 
its essential function, which is to guarantee the identity of 
the origin of the goods or services for which it is registered, 
in order to create or preserve an outlet for those goods.  
Genuine use must be more than ‘token’ use for the sole 
purpose of attempting to preserve rights in the mark.

Assessing whether there is genuine use involves looking at 
all the circumstances relevant to establishing whether there 
is real commercial exploitation of the mark in the course of 
trade.

Genuine use in the Community

The territorial scope of use of a Community trade mark is one 
of the factors in determining whether a Community trade 
mark has been put to genuine use, but must that use extend 
beyond the boundaries of one member state?

Sofa Workshop had made extensive use of its “SOFA 
WORKSHOP” Community trade marks in the UK, but very little 
use beyond the UK’s borders.  

The English Intellectual Property Enterprise Court took the 
view2 that the geographical extent of use of Community trade 
marks is “crucial” and that, in general, such use must extend 
beyond the boundaries of one member state.

An exception to that general requirement applies where the 
market for the relevant goods or services is restricted to the 
territory of a single member state.

What qualifies as genuine use in a 
particular member state? 

In short, use of the trade mark must be targeted at consumers 
in that member state.

In the context of online marketing, websites, as an online 
marketing tool, are accessible across member states.  The 
mere accessibility of a website is, however, not enough.  

1 Sofa Workshop Ltd v Sofaworks Ltd [2015] EWHC 1773 (IPEC) 2  The court considered, in particular, the decision of the CJEU in Leno Merken 
 BV v Hagelkruis Beheer BV (C-149/11) [2013] ETMR 16
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Outside of the UK, Sofa Workshop could only produce 
evidence of one sale to a UK ex-pat living in France (but to 
be delivered in the UK), one sale to a hotel in Copenhagen 
and one enquiry from Malta which did not result in a 
sale.  Additionally, it relied on advertorials published in 
UK magazines distributed to other member states.  The 
advertorials included UK contact details and invited readers 
to “pop in” to Sofa Workshop’s UK shops.  The court found 
the advertorials were not targeted at customers outside the 
UK and that Sofa Workshop’s Community trade marks had 
not been used to maintain or create a market share in the 
Community.

The consequences of non-use

If, within a continuous period of five years, a Community 
trade mark is not put to genuine use in the Community 
in connection with the goods or services for which it is 
registered, the registration is vulnerable to revocation.

A person facing claims of infringement will examine whether 
it is possible to counterclaim for revocation on grounds of 
non-use, as Sofaworks did successfully in this case.  Despite 
extensive use in the UK, Sofa Workshop’s Community trade 
marks were revoked.

In principle, a Community trade mark used in only one 
member state can be converted to a national registration, so 
Sofa Workshop might be able to retain trade mark protection 
in the UK.
 

Comment

It is important to consider and plan how and where, now 
and in the foreseeable future (particularly within the next five 
years), you intend to trade and make use of your marks as 
part of an effective registrations strategy.

Community trade marks are a convenient mechanism for 
protecting your marks across the Community, but are not a 
panacea and may not suit all businesses, particularly where 
the target market is based in and unlikely to develop beyond 
one member state.

For businesses which own Community trade marks, it is 
important to be alert to the risk of revocation where a mark is 
not put to genuine use in the Community for a period of five 
years.

It should not be assumed from the Sofa Workshop decision 
that use in two member states will always constitute genuine 
use in the Community; it may not.  It is possible to see 
resistance to that notion, particularly where use is restricted 
to two members states whose markets are closely aligned, for 
example the UK and Ireland. Further clarification is awaited.
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This Focus is offered on the basis that it is a general guide 
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If you wish to copy this focus sheet please do so, but 
please acknowledge its source. For further advice or more 
information, please contact your client partner or one of the 
team at the addresses set out below.
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